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(1) Real Party in Interest 

A statement identifying by name the real Party in Interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is correct. 

(5) Summary of Claimed Subject Matter 

The sunamary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 

Li et al., US 2004/0205613 Al, published on October 14, 2004, but filed on July 17, 

2001. 

Todaka, U. S. Patent No. 6,785,022 issued on August 31, 2004, but filed on April 1, 

1999. 

NP L, Using Style Sheets to Publish XML to the Web by Alan Houser, published in 2000. 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Specification 

The specification is objected to under 35 U.S.C. § 1 12, first paragraph, as failing to 
adequately teach how to make and use the invention, i.e., failing to provide an enabling 
disclosure. 

The test to be applied under the written description portion of 35 U.S.C. § 112, first 
paragraph, is whether the disclosure of the application as originally filed reasonably conveys to 
the artisan that the inventor had possession at that time of later claimed subject matter. Vas-Cat. 
Inc. V. Mahurkar, 935 F. 2d 1555. 1565, 19 USP02d 1 1 L 1 1 18 TPed. Cir. 1991). reh'rg denied 
(Fed. Cir. July 8. 1991) and reh'rg. en banc, denied (Fed. Cir. July 29, 1991). 

The applicants have failed to provide an enabling disclosure in the detailed description of 
the embodiment. The specification is objected to under 35 U.S.C. § 1 12, first paragraph, as 
failing to support the subject matter set forth in these claims. 

The claims recite, "determining a desired format for a desired destination for the content; 
and selecting an imaging conversion program from a plurality of imaging conversion programs 
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based on the style sheet and the desired format", however specification merely describes the 
process of selecting am imaging conversion program to process the content (fig. 13 item #1350, 
see page 62-65). 

The specification does not describe or enable one of ordinary skilled in the art to make 
and use the invention, specifically, the process of selecting an imaging conversion program from 
a plurality of programs based on the style sheet and the desired format. 

The process of "determining the desired format of the consuming service" has been 
explicitly disclosed as "optional" (see fig. 13, step #1340, specification, page 64-65 [0184]). 

In other words, the disclosed invention can be practiced without determining the desired 
format of the consuming service, in which case, it would be impossible or nearly impossible to 
achieve the overall process of selecting the imaging conversion program fi-om a plurality of 
programs based on the style sheet and desired format. 

Furthermore, the usage of the term "and/or" in the specification (applicant specification, 
page 65 [0185]) does not provide any enabling description, i.e. the specification fails to meet the 
35 U.S.C. 1 12, first paragraph requirements, which explicitly states ''the specification shall contain a 

written description of the invention, and of the manner and process of making and using it, in such full clear, concise, and 
exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of carrying out his invention 

In other words, in the specification, it would be unclear to the one of ordinary skilled in 
the art to ascertain which one of the scenarios (those encompassed by "and/or", i.e. either A, B or 
A and B) is actually disclosed and implemented. 
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More importantly, the specification has failed to describe the process of "selecting the 
imaging conversion program based on both the style sheet and the desired format in full, clear, 
concise and explicit terms as to enable any person skilled in the relevant art to make and use the 
disclosed invention (See 35 U.S.C. 1 12, first paragraph statute). 

Hence, the above claim limitation presents the subject matter that that was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim Rejections - 35 USC S 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such fulL clean concise, and exact terms as to enable any person skilled in tfie art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-23 are rejected under 35 U.S.C. 1 12, first paragraph, for the same reasons set 
forth in the specification above. 
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Claim Rejections - 35 USC S 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-4, 6-12, and 17-23 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Li (Pub. No. : US 2004/02056 13). 

As per claim 1, Li discloses a method for providing imaging conversion services on content 
(See pg. 7 [0067] to pg. 8 [0070]), comprising the steps of: receiving content comprising non-image 
data (par. 41, lines 2-4); obtaining a style sheet defining a conversion of the received content to a 
converted content (par. 41, lines 4-7; par. 22, line 1, pg. 7 [0065]); determining a desired format for a 
desired destination for the content (pg. 7 [0059], pg. 8 [0068]); selecting an imaging conversion 
program from a plurality of imaging conversion programs based on a the style sheet and/or the 
desired format (par. 52, lines 24-27; pg. 2 [0016], [0018], [0022], pg. 3 [0033], [0038], pg. 4 
[0040]-[0041], pg. 5 [0049], pg. 7 [0059] and pg. 2 [0015-0024]); converting the content using 
the selected imaging conversion program and the style sheet to obtain the converted content (par. 
4 1 , lines 1 0- 1 1 , pg. 7 [0067] to pg. 8 [0070]); and transmitting the converted content to a desired 
destination (par. 42, lines 1-3, pg. 8 [0070]). 
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As per claim 2, Li discloses the process wherein the acts of receiving, obtaining, selecting, 
converting and transmitting are performed by a web service at a web site identified by a URL reference 
(par. 54, lines 1-4 and fig. 2). , 

As per claim 3, Li discloses that the content is obtained fi:om a source web site that is different 
fi-om the web service web site (par. 18, lines 3-4); and wherein the obtaining a style sheet step 
comprises receiving a style sheet fi:'om the source web site (par. 1 8, lines 3-6). 

As per claim 4, Li discloses that the content is obtained from a source web site that is different 
from the web service web site (par. 1 8, lines 3-4); and wherein the obtaining a style sheet step 
comprises selecting a default style sheet (par. 41, lines 5-6). 

As per claim 6, Li discloses that the criterion for the selecting a conversion program step selects 
a conversion program dynamically based on a negotiation taking place between the web service and a 
requestor and based on capabilities of each (par. 52, lines 24-27; par. 15, lines 1-3; and par. 16, lines 3- 
4). 

As per claim 7, Li discloses that the transmitting step comprises the step of transmitting the 
converted content to a consuming web site or service (par. 45, lines 19-21). 

As per claim 8, Li discloses that the transmitting step comprises transmitting the converted 
content to storage in a personal imaging repository (par. 42, lines 1 -3). 

As per claim 9, Li discloses that the transmitting step comprises transmitting a reference to the 
converted content, with the reference referring to the converted content (par. 41, lines 12-13). 

As per claim 10, Li discloses that the selecting an imaging conversion step comprises 
associating a reference for the selected imaging conversion program to the content or to a reference for 
the content and making that content or the content reference accessible to a user, to thereby permit the 
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converting step to be performed on a demand basis (par. 18, lines 3-6; par. 16, lines 3-4; and par. 24, 
lines 3-5). 

As per claim 1 1 , Li discloses that the receiving content step comprises receiving a reference to 
the content and associating the content reference to a reference for the web service method and making 
this content reference accessible to a user, so that the conversion services may be performed on a 
demand basis (par. 18, lines 3-6; par. 16, lines 3-4; and par. 24, lines 3-5). 

As per claim 12, Li discloses that the converted content is stored on the web service (par. 
52, Hnes 34-37). 

As per claim 17, Li discloses that said obtaining a style sheet step comprises allowing a 
user to configure a style sheet for use with the method (par. 24, lines 6-7). 

As per claim 1 8, Li discloses that the transmitting step comprises transmitting the content to 
another service (par. 45, lines 19-21). 

As per claim 19, Li discloses a system for providing imaging conversion services on content, 
comprising: a component for receiving content comprising non-image data (par. 41, lines 2-4); a 
component for obtaining a style sheet defining a conversion of the received content to a converted 
content (par. 41, lines 4-7; par. 22, line 1); a component for determining a desired format for a desired 
destination for the content (pg. 7 [0059], pg. 8 [0068]); component for selecting an imaging conversion 
program from a plurality of imaging conversion programs based on the style sheet and the desired 
fonnat(par. 52, lines 24-27; pg. 2 [0016], [0018], [0022], pg. 3 [0033], [0038], pg. 4 [0040]- 
[0041], pg. 5 [0049], pg. 7 [0059] and pg. 2 [0015-0024]); a component for converting the 
content using the selected imaging conversion program and the style sheet to obtain converted 
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content (par. 41, lines 10-11); and a component for transmitting the converted content to a desired 
location (par. 42, lines 1-3). 

As per claim 20, Li discloses a program product on a computer readable medium for 
implementing a method when executed on a computing system, the program product comprising: code 
for providing imaging conversion services on content (par. 52, lines 24-27); code for receiving content 
comprising non-image data (par. 41, lines 2-4); code for obtaining a style sheet defining a conversion of 
the received content to a converted content (par. 41, lines 4-7; par. 22, line 1); code for determining a 
desired format for a desired destination for the content(pg. 7 [0059], pg. 8 [0068]); code for selecting 
an imaging conversion program from a plurality of imaging conversion programs based on a the style 
sheet and the desired format (par. 52, lines 24-27, pg. 7 [0059] and pg. 2 [00 1 5-0024]); code for 
converting the received content using the selected imaging conversion program and the style sheet to 
obtain the converted content (par. 41, lines 10-11); and code for transmitting the converted content to a 
desired location (par. 42, lines 1 -3). 

As per claim 21 , Li discloses that the converted content comprises an image (par. 34, 

line 3). 

As per claim 22, Li discloses that the converted content comprises an image (par. 34, line 3): 
As per claim 23, Li discloses that the converted content comprises an image (par. 34, line 3). 
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Claim Rejections - 35 USC S 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Li (Pub. No.: US 
2004/0205613) in view of Todaka (U. S. Patent No. 6,785,022). 

As per claim 5, Li does not disclose the process wherein the desired destination is a printer 
having a parameter and wherein the desired format for the printer is related to that parameter. 

Todaka, from the same field of endeavor discloses the process of converting a document to 
make it compatible with a printer (i.e. it converts the document in order to enable the printer to print the 
document, col. 4, lines 25-26). 

Therefore it would have been obvious to person of ordinary skilled in the art at the time the 
invention was made to modify Li in view of Todaka in order to print the document in a printer 
compatible format. 

One of ordinary skilled in the art would have been motivated because it would have enabled the 
process of converting documents in order to make them compatible with a printer, as taught by Todaka. 
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Claims 13-16 are rejected under 35 U.S.C. 103(a). as being unpatentable over Li (Pub. 
No.: US 2004/0205613) in view of Houser ("Using Style Sheets to Publish XML to the Web"). 
As per claim 13, Li does not disclose the process of filtering the content to delete selected items 

therein. 

Houser, fi-om the same field of endeavor, explicitly discloses the process of filtering the content 
to delete the selected content by using style sheets (pg. 4 L3 1). 

Therefore it would have been obvious to a person of ordinary skilled in the art at the time the 
invention was made to incorporate the teaching of Houser as stated above with Li in order to filter the 
content to delete selected items. 

One of ordinary skilled in the art would have been motivated because these capabilities would 
have provided a powerfiil mechanism, not only for customizing the publishing of documents, but for 
transforming documents that can be displayed by any web browser (Houser, pg. 4). 

As per claim 14, Li does not disclose the process of labeling different items in the content. 
Houser discloses the process of labeling different items in the content (pg. 4 L30). Therefore it would 
have been obvious to a person of ordinary skilled in the art at the time the invention was made to 
incorporate the teaching of Houser as stated above with Li in order to label different items in the 
content. One of ordinary skilled in the art would have been motivated because of the same reasons as 
set forth in claim 1 3 above. 

As per claim 1 5, Li does not disclose the process of reordering labeled content. Houser 
explicitly discloses the process of reordering labeled content (pg. 4 L35). Therefore it would have been 
obvious to a person of ordinary skilled in the art at the time the invention was made to incorporate the 
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teaching of Houser as stated above with Li in order to reorder labeled content. One of ordinary skilled 
in the art would have been motivated because of the same reasons as set forth in claim 1 3 above. 

As per claim 1 6, Li does not disclose the process of changing a layout of the content on a page, 
Houser explicitly discloses the process of changing a layout of the content on a page (pg. 4 L35). 
Therefore it would have been obvious to a person of ordinary skilled in the art at the time the invention 
was made to incorporate the teaching of Houser as stated above with Li in order to change a layout of 
the content on a page. One of ordinary skilled in the art would have been motivated because of the 
same reasons as set forth in claim 13 above. 
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(10) Response to Argument 

The Examiner summarizes various arguments raised by the appellant and addresses 
repUes individually. 

In an appeal brief. Appellant argues in substance that: 

a. The specification does describe the claimed subject matter in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention (See Brief, pages 4-5, Arg. 
7. A.). 

In response to argument [a]. Examiner respectfully disagrees. 
Independent claim 1 recites: 

A method for providing imaging conversion services on content, comprising the steps of: 
receiving content comprising non-image data; 

obtaining a style sheet defining a conversion of the received content to a converted 

content; 

determining a desired format for a desired destination for the content; 

selecting an imaging conversion program from a plurality of imaging conversion 
programs based on the style sheet and the desired format; 

converting the content using the selected imaging conversion program and the style sheet 
to obtain the converted content; and 

transmitting the converted content to the desired destination. 

Applicant's originally filed specification states: 
. , note again that the style sheet is optional : the URL parameters could contain 
information about how data. . (pg. 63-64 [01 82]). 

, . note that block 1340 is an optional step . The content could simply be put into a 
default format..." (pg. 65 [0184]). 

First, applicant specification suggests that the . .style sheet is optional. . . (see page 63- 
64 [0182]). 
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Secondly, applicant specification suggests that the step of block 1340 of figure 13, 
which is the process of determining the desired format of the consuming service , is optional 
(emphasis added) (see fig. 13, step #1340, specification, page 64-65 [0184]). 

Figure 1 3 of applicant is further evident as indicating the process of converting the 
content is based on either the style sheet OR the desired format of the destination . 

Fig. 13 
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The fact that the process of "determining the desired format of consuming service is 
optional" is evident that the disclosed invention does not select the particular image conversion 
program based on both style sheet and the desired format. 

Furthermore, the term "and/or" in the specification fails to meet the 35 U.S.C. 1 12, first 

paragraph requirements, which explicitly states ''the specification shall contain a written description of the 

invention, and of the manner and process of making and using it, in such Ml, clear, concise, and exact terms as to enable 
any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same and 
shall set forth the best mode contemplated by the inventor of carrying out his invention 

In the appeal brief (See remarks, pages 4-5, arg. 7.A.), Appellant alleges that the use of 
logical term "and/or" in specification clearly indicates "the imaging conversion program can be 
selected based on (a) the style sheet, (b) the desired format, OR (c) both the style sheet and the 
desired format information (See remarks, page 5, please note the specification does not describe 
this at all). 

In response. Examiner recognizes the general use of the logical term "and/or" in the 
relevant art, however, unless clearly and concisely recited in the specification, the term "and/or" 
cannot be the basis for teaching and disclosing "the process of selecting the imaging conversion 
program from the plurality of programs based on the style sheet and the desired format". 

The usage of the term such as "and/or" in the specification does not enable one of 
ordinary skilled in the art and therefore shall not be considered the basis for the enablement, 
because 35 U.S.C. 1 12, first paragraph explicitly states that the written description of the 
invention should be in clear, concise and exact terms (see 35 U.S.C. 112, first paragraph statute). 
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For example : When the condition "A and/or B" is recited into the claim, the claim is 
typically and reasonably rejected under 35 U.S.C. 1 12, second paragraph simply because it 
would be unclear to the one of ordinary skilled in the art to reasonably ascertain which one of the 
subject (those encompassed by "and/or") the applicant is attempting to cover in the claims, i.e. is 
it A?, or B? or A and B?, thereby rendering the scope of the claim(s) unascertainable. See 
MPEP § 2173.05(d) . 

Similar reasoning applies when the term "and/or" is used in the disclosure without 
defining the usage of the term. In other words, in the specification , it would be unclear to the one 
of ordinary skilled in the art to ascertain which one of the above scenarios (those encompassed 
by "and/or") is actually implemented, which will indeed lead to reasonably allege that the 
specification has failed to disclose, teach or suggest the process inherited from the term "and/or" 
in clear, concise and exact terms, thereby invoking the 35 U.S.C. 1 12, first paragraph. 

Furthermore, the specification is strictly directed towards selecting the imaging 
conversion program based on style sheets. Apart from paragraph [0185], there is no concrete 
description whatsoever of the fact "selecting the imaging conversion program based on both the 
style sheet and the desired format ", and no description whatsoever of whether the process step is 
soft\yare or hardware, because the invention is solely based on selecting the imaging conversion 
program based on the style sheet. 

Furthermore, Examiner is at total lost as to how will a single logical term such as 
"and/or" will enable one of ordinary skilled in the relevant art to make and use the invention. 

Hence, the claimed limitation "selecting the imaging conversion program based on both 
style sheet and desired format" presents the subject matter situations that is/was not described in 
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the specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s)5 at the time the application was filed, had possession of the claimed invention. 

For the at least the reasons set forth above, it is requested that applicant argument should 
be reversed and the rejection should be sustained. 



b. Li does not disclose or suggest obtaining a style sheet defining a conversion of the 
received content to a converted content, determining a desired format for a desired 
destination for the content, and the selecting an imaging conversion program from a 
plurality of imaging conversion programs based on the style sheet and the desired format 
(See Brief, pages 5-6, Arg. 7. B.). 

In response to argument [b]. Examiner respectfully disagrees. 
Independent claim 1 recites: 

A method for providing imaging conversion services on content, comprising the steps of: 
receiving content comprising non-image data; . 

obtaining a style sheet defming a conversion of the received content to a converted 

content; 

determining a desired format for a desired destination for the content; 

selecting an imaging conversion program from a plurality of imaging conversion 
programs based on the style sheet and the desired format; 

converting the content using the selected imaging conversion program and the style sheet 
to obtain the converted content; and 

transmitting the converted content to the desired destination. 

In support. Applicant's originally filed specification discloses: 

[0179] WEB BASED CONVERSION SERVICE Referring now to Fig. 12, there is shown a basic 
configuration of a web site for a further embodiment of the present invention. The web site would include a 
processor 1200 under control of a program designed in accordance with the present invention, an optional cache 
storage 1210, and a network interface 1220 that receives an input from a network, which could be any network 
including an intranet or the Internet. The web site would further include one or more image conversion programs 
1230, and one or more default style sheets 1240. 

[0180 ] Referring now to Fig. 13 , there is shown a preferred embodiment of the operation of the present 
invention in accordance with the program that controls the operation of the system. The first block 1300 represents 
an operation external to the image conversion web site of the present invention, and is typically under control of a 
user. In accordance with this block, a user clicks on or otherwise follows a link to the conversion web service. By 
way of example but not by way of limitation, a third party source web site could have a web page that provides a 
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link to the conversion web site of present invention. This link would preferentially be a URL and would include the 
network address of the conversion web site, the content to be converted, and the style sheet to use as part of the 
conversion process. 

[0181] Moving to block 1310, when the link to the conversion web service of the present invention is 
selected, the conversion web service would retrieve the content to be converted and optionally, as represented in 
block 1320, load a style sheet from the referring web server. The content could comprise any form of graphics, 
including text, pictures, video, or any other form of content. The content could be obtained in any convenient 
manner, such as the conversion web service being passed a reference to the content and an optional style sheet by 
using parameters in the URL that the link represents. The conversion service may also retrieve this content and 
optional style sheet by using the referring page reference in the HTTP command that is sent by selecting the link and 
then optionally getting a reference to a style sheet by reading a tagged line in the content. It may also retrieve the 
content to be converted by reading a tagged line in the referring page's content. The reference to the content need not 
be a reference to the referring page's content, but may be a reference to some data that the referring page's content 
was based on. There are many techniques that may be used to retrieve the content and the optional style sheet. It is 
understood that all such techniques are within the scope of the invention. Note that in one embodiment, the reference 
to the content could be associated electronically with a reference to the conversion service, and the content reference 
with this association could be made accessible to the user via a clickable listing on a graphical user interface, or via 
a pull-down menu, or in some other convenient manner. Thus, the conversion service could be performed on the 
content at a later time on a demand basis. Note that the content reference associated with the conversion service 
could be stored in the user's personal imaging repository in one embodiment. 

[0182] As noted above, the block 1320 represents the conversion web site obtaining a style sheet. The style 
sheet could be obtained from the source web site, or if no style sheet is transmitted, then a default style sheet may be 
selected from among the defauh style sheets 1240 or a style sheet could be obtained from a different location. The 
style sheet determines the look of the pages, which may include, by way of example, which items of content will be 
deleted and which items imaged, the order of the remaining content,, and the layout and format of that content. In 
one embodiment, a web page could be served to the user to allow him/her to select various options to go into a style 
sheet. For example, the user could select an option to remove all advertisements from the printed version of a web 
site. The user could also be presented with the option to remove all pictures and place them at the end of the content, 
i.e., the option to reorder the content. The user could also be presented with the option of converting the content to a 
PDF file, or to JPEG images, PostScript or to some other imaging format. The user could also be presented with the 
option of selecting a different font, or text, color, or background. For video, the style sheet could dictate, for 
example, that every 10th video frame could be selected and added to the imaging data. Note again that the style 
sheet is optional : the URL parameters could contain information about how data formatting would occur (style sheet 
reference, use a specific, defauh style sheet, or maybe even just the statements "no images" or "no advertisements"). 

[0183] The method would then move-to block 1330, wherein the processor 1200 would determme the type 
of content. Most content typically has some kind of tag at the start of the content that identifies what kind of content 
it is (HTML, XML, etc.). This type could also be specified in a custom style sheet for the content. 

[01 84 ] The method would then move to block 1340, wherein a desired format for a destination consuming 
web service would be determined. For example, if the consuming web service selected by the user were a printer, 
then the method would determine/negotiate the format preferred by that printer for the content, for example, PDF 
files, or PCL6, or some other format that the printer may understand. Alternatively, the consuming/destination web 
site might be the personal imaging repository for the user. In this case, a preferred format for the selected default 
graphics store might be determined or a plurality of formats may be requested. In the foregoing example, the most 
convenient method for making such a determination is for the consuming web site to provide a URL that references 
web content that provides that format information . Note that block 1340 is an optional step . The content could 
simply be put into a default format, or a format specified by the style sheet. 

[01 85] The method would then move to block 1350, wherein it would be determined, based on the style 
sheet, and/or the desired format information from block 1340, or via another convenient method, which imaging 
conversion program to select and activate to process the content. Note that the reference to the content could be 
associated with a reference to the selected imaging conversion program, and this content reference associated with 
the conversion program could be made accessible to the user via a clickable listing on a graphical user interface, or 
via a pull-down menu, or in some other convenient manner. Thus, the converting step could be performed on the 
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content at a later time on a demand basis. Note that the content reference associated with the selected conversion 
program could be stored in the user's personal imaging repository in one embodiment. 

The specification uses the logical term "and/or" in paragraph [0185], however, the 
specification neither provides any description on the use of the term "and/or" nor describes the 
process of selecting the conversion program based on both the style sheet and desired format in 
fulK clear and concise manner. 

For example: considering the situation "A and/or B", the situation and the term "and/or" 
can be interpreted and equated to be either : 

(i) A, 

(ii) B,OR, 

(iii) A and B . 

As per appellant (See brief, page 5), the logical term "and/or" in the specification 
indicates that the imaging conversion program can be selected based on C please note that the 
specification fails to describe this in full, clear and concise manner): 

(i) the style sheet; 

(ii) the desired format information, OR. 

(iii) both the style sheet and the desired format information. 
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Since the specification fails to disclose the usage of term "and/or", the reasonable 
interpretation can be achieved by incorporating the term "and/or" into the independent Claims. 



The claim will then recite: 



A method for providing imaging conversion services on content, comprising the steps of: 
receiving content comprising non-image data; 

obtaining a style sheet defming a conversion of the received content to a converted 

content; 

determining a desired format for a desired destination for the content; 

selecting an imaging conversion program from a plurality of imaging conversion 
programs based on the style sheet and/or the desired format: 

converting the content using the selected imaging conversion program and the style sheet 
to obtain the converted content; and 

transmitting the converted content to the desired destination. 

OR. 

A method for providing imaging conversion services on content, comprising the steps of: 
receiving content comprising non-image data; 

obtaining a style sheet defming a conversion of the received content to a converted 

content; 

determining a desired format for a desired destination for the content; 

selecting an imaging conversion program from a plurality of imaging conversion 
programs based on: (a) the style sheet only, (b) the desired format only, OR (c) the style sheet and 
the desired format: 

converting the content using the selected imaging conversion program and the style sheet 
to obtain the converted content; and 

transmitting the converted content to the desired destination. 

In other words, the limitation "selecting an imaging conversion program from a plurality 
of imaging conversion programs can be either based on the style sheet (scenario A), or the 
desired format (scenario B), OR, the style sheet and desired format (scenario C)". 

As acknowledged by the appellant . Li is directed to automatic transformation of data 
communicated between parties in a computing network. Li teaches the use of a style sheet or 
template to transform a document from one format to another ([0041]). To implement Li's 
method, Li discloses a server that includes a transformation web service intermediatery, 



registration service, transformation service, forward service and receive service ([0052]). 
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Transformation service is a program responsible for transforming a document from one format to 
another ([0052]) (SEE BRIEF, pages 5-6, B.). 

SCENARIO A (selecting conversion program based on style sheet): 

In Li, a template defines hovy to transform one data format into another (Li, Abstract). 

Li teaches the process of receiving a document transformation request, wherein the 
request includes a document to be transformed or an address or identifier of such a document, 
and a template to be used in the transformation of the document. The identification of the 
template may comprise one or more keyword/value pairs, which may be used to select the 
template. Or, recognition logic may be used to examine the document in order to select a 
template to be used in the transformation (Li, [001 8]). 

The templates may be specified using the style sheets, or using software programs, or 
using other approaches (Li, [0022]). In other words, the templates are software programs that 
transform one data format into another data format, i.e. conversion programs (Li, pg. 7 [0064], 
pg. 10, claim 16). 

As phase Tof the Invention, Li discloses a transformation template registration service 
([0040]). 

As phase II of the Invention, Li discloses an actual document transformation service 
([0041]). 

As phase III of the Invention, Li discloses the forward a transformed document service 
([0042]). 
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Paragraph [0040-00411 of Li recites : 



[OMOJ i) TraasfionEatloE iem?l«t& r^gistiatloE. IMa sex- 
vice eocblss a la^c specMceiion w^irh dzscnbes one cx 
£ior@ tf a£i£fon£a^ions to be r«gis^!ered ind ertoted Hot su^se^- 
qucnt itsc. Ih&jsc logic spcci^c&'io^s arc s3sc rcfcrrccL 
fee^eic fis "tempktfis" ct '*cemplft.ie tiQaps*% atid deftoe aa^- 
pings of d^Ts Id OQe fcoma^ to deia Id aiiotber format. 
Selectias critexia may be ssscdated witfa. each rcgisrxii&d 
t^mplite, if (^&i£dcii» to G^Hittiize pfoc«S£ of ^ei£p!at)e 
selection at nxc-timc during a tiars^armatusco. The Tcgi&tra- 
tiocQ sejVice^ preferably retuinss a regisiiradca handle ot iden- 
tifier wliicii nxfty be use^ to refetr^Dca a siorad templa"^ 

[0(U1} 2) Document traiisformadoir. Tld& iscrvroc ^erfcrms 
the actual traoGlbniiBtioEL from cue fom^ai to ana^r. Ad 
iztpst dociimcjst (ar, alter oatiYcly, an address cr idcnti3;ei 
M.'hicb c&n be used to loc^dte tihe docuiiLeat} b supplied^ A 
leg^^tr^tioa handle that id«n^e& a ^anlcul«x iscored t«m^ 
piate^ a templat&i or & set of kcy.^Value p^irs l^t wiH enable 
selecting an appropriate tcxoplatc is alsa supplied. Tb£s 
selection critezia can specify ^ inpi^t diQC iTrrrt itself as th£ 
MentiEcraf tbe style ;^eeL li sa^ l£ea tbe iiirput doruoest is 
scanned aad ih^ a^rcpimt* styl^ stieet is ^lecxted and 
STiplicd to tbe iupsxl dcc:uEieiit AEer tbe trans3Q(rn3i.tiaa is 
ccmpleje, tbe trfta&fofci^d docvitnea* BadA>r a k>cwcr aftadl* 
nay be Tcmmcd to the rcqitestcr. 

[0043] 3> FoTwa«3 a txaDsfbiined dociunent, A traaslomied 
dDciimeut niay be fbxwardcd to a dcstiDaiici^ business part- 
TLZt usiig tb£s service, C0 behalf of ihe soorce buEiriess 
partDer (that iS| tlie paitiicr ^ozn which lixe input document 
odei2U£ed>. The forward senrice may be reque&ied aloaig 
\^'2th the sraiisfcrmaiian service, as a tr n r^crm-^nd -ajirward 
cc3ipo5tte scrvicB (as discussed bclow)» or the fotrward 
service inay be separately reciiested. In this latter case, ihe 
requester pref erably supplies a locator handle to identify the 
Stored t^ajisfibrmed dociuaieaii lo be aarwa^ded. 



Paragraph [0041] above clearly discloses the process wherein the template (i.e. a 
conversion program) is selected based on the identifier of the input document, wherein the input 
document is an identifier of the style sheet to be used in the conversion or transformation process 
(i.e. selecting a conversion program based on the style sheet). Further, the style sheet is selected 
and applied to the input documents, i.e. the content, and the transformed document is transmitted 
to the destination, as evident in paragraph [0041-0042]. 

Furthermore, paragraph [0065-0066] clearly indicates the process of selecting the 
conversion program based on the style sheet identifier. 
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As such, it is clear from the detailed passages that Li does teach the process of receiving 
the content to be transformed, obtaining a style sheet to be used, and selecting the template, i.e. a 
conversion program, based on at least the style sheet. 
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SCENARIO B (selecting conversion program based on desired format): 



Li teaches the process of selecting and applying the template when the criteria are met 



(note that the templates define one or more transformations, which are performed on the 



documents) (Li, pg. 6 [0057]). 



Consider the following paragraphs of Li: (page 7 and page 8) 



[0059] Ajs vn ojlt^nuBtzw to w» of t^yU eh^cts Sot Oeai* 

jcrfonc; caasfeTaaidsc ftom oos deia iozan to tncdbtt 

[0059] apcvdcfdcg uylc Rfas*t& aod c-thcr fecms of 
fj o TTTigri ga IcfiLC cpBci£aE.l£anB TcquLres x^ecft^ ■.Villi,, 
ibis ftitcJcai caEy Sisa tx^ oaoadcd fioca ibt ^nifilc^as 
pumcts txy t prsfcaadonil tare ptny tcrvic^ sucfe as -the 
cEri;y vrhlff^ tho trmcsfonEs-^a »prvipc*. Prefer 
aEoail transfibtflii^rcio '.sttijtlaitt mvJoa sttvicca ia&y 
offtrcd wfecie^ 'oualDCBa paraiers may coacict ftir w^apJaic 

wsElI pftr^rcn cradofbfOEi^iia b&Twaaa dkic v£:rio*^ <laiA 
aocmafis. The cm&h^cb cf -be yttsem annccton ect^^le 
Aprplioction devEjapcEs, mt the (3fu;uis»paxt=iEn.l3 be uiie^sd 
Srotao. incw-liig Lad uccanxt^^ht^ fce each oifcer'* data iotsa&xa, 
Ftx exunjOe, supysee coicpwi?' A produce* dsM fcr iiit«- 
Dperilizig wiiSi cccipaay H bciS accrpacy C. Pcs-^-MimfcU tt 
^ioi^Uis ctstifoa wrvlac mty tJtweyo^ iracEfbLnEE-5oa 
3emplftte« di«t CTcaUcc Sco A*s formal 5!^ B** feimw, »34 
£Luuu A'« fscci&t 3oCb fccxctl (acd, typcsalljv fcr Twvcnc 
aiAsSsreaacbaa of data dtadfttc fbr ceaipiiafy Wasa 
s£n£n( oQ&ouzKi dxwimiciic to tb» web trocsfbrniE^a 
■srviocs a.1 nic^^iiiriB, ac=npAay ApEsfsrsbly ilus pr=%-i£ea ca 
idac^fif ef It* tatgat aacapaaj' wbich allows otrwiadcally 
6»1^7tuis tJic oorrDCt tTvcsfonniit^n. becnpUtc. (As ui klbss- 
ntiivti Is sirjip^yinfi as idc-nti-ficr of tb& target OQ frr . j tn,y, :a 
aae;^ cuaa athar etiiaria isaay 3sa '.^s«d far this ^rujposa* Tha 
optliz: U ^'*y to select it u«iLBf9im^;ion t&nipl&te wiU dcpc^^d 
an tile pordau^t; £=sp3ciiiBciUibbc; of the present iavscliaa 
aod \tc c£itraco^r2sd» oc£ hs cr^ooinicns Lsd ibslr dAU.. The 
^smplAtc rc0;is.7».;ian and scUcdpa Rp^tc^^ dMCt'Jb^d 
bsreoi ea&Tales a Sexabjc uii£ gecerw sdJutloo ts Ibe UMd, z.s 
vi^a dcftc^jitd Mriit scfcftflct t£ FIG'S. 5 BJid 7.) 

[O060] N'oi^ shat tccapcitts whScii iiva tccn fcgiirttned by 
or cc 5»li*lf of cao ccopacy ciiky ia rocic 7U«s be vssd fcr 
truuCDcrno^ Hocr^oLectA XDaedved &aia alhcr oampacics. 
FcEmlselcQs or bccc&s il^tB au^^c used. £f d&£ircd, to Ifmh 
shAOOi of tc3ipli.lo«. T^tiujqp&» for 9CQtir&IIina taocm zq 
fitoead iafacrra -im diis CAUuv^ wal! 3caoiwc lit ih« trt* 
aod w3L cot be d«^rlbed f onbcr beccib. 

[0061] Log^ ziuy bs used :^ SsipUociit pre&n^d 

ecshadi=nci:::s. of tlis web trvcxfcca&tiba Karvicu will covr 
be dfracribaa with. cn£c=E3CB to FICS. 

[0062] !ii FIG, 3. IcgJc wh3c£5 snay fcc used laoptsffljcat 
a re^un^fidsQ ss^ice for truisSarmarios ccaiplBtcB ^ 
derpictcd. The resistnCipc p?ccc«s besoa at Block 50D by 

FR&Jsblyi itls isformittiocD cam?? tats a tcntp'dtzc (ot» eUc^ 
=iE:^i^ely, sn uSdrosB or other -idantifUr wh£ab xxLty he used ts 
^cata a scored cuaplata), a roquastaf i£aitddef (^Jn^ a^d 
reccsniTioQ Do^'wc (or ^ apecld^cat^n of sclecticc ci^teda) 
'Oi'Mcfa city ba used to dnh"^TT=ifTTr wbu. this tsmplstS' ifaould 
ba UMd. T:36 fftgytyiiiae, logic or SA^aedoa cc£'.«^ esLy 
altcmatifvrly be coiUcd. m tbe aeleciJoc er^teria m&y he 
coaUlixied witbic the tsaLplate xUelf Far CMScip^ KhsTt 
r^(A w^ihia a CfrtcpUtc caty he cval!:i34d to dc-ttffliiiie 
whstbcT my c£ tb& tctuma apcc^d la tbe scyle sheet 
optpl^cble. (XotB £kjU b teznpctte asy ilio be e^iqiBisit^y 
£daed5ad a tranfifbrniaiioa tAqnesc* aa ahowa FIG. 7» 
^hicih caas tbe ceoipUte any be coos^ercd as ^zcpl^d^y 
ng;u&e=ed ud the use of rccognitidc 3c ps is Iherefare cot 
?ai;*:Jraa*) 
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altetaAUvely, as *ddfess or refwetjoe wbicb enables Iccatujg 
tic docuncat), fie requesier's ID, and one of (i) a tcoplatc 
to use ic ihfr ifaaifanaftiicc, (ii) i registfiiLOu haadlc or 
otbci idcnfiEer of & pTcvioo^y-stored eurplate, or (iii) 
parameter V4li;.«s far m£&cMLg egsinst previouEiy-aSorvd 
i&oQgsltioQ lope to £&l£Ct 8 storsd tcmpla&c. The opiioiul 
icqucstci informatioE is vaMdated (Block 7l(f)^ ai^d if 
invalid, tn ersor aesate* or code i& prefembiy serimed 
(Blodc 720) to tbs rcqiie&tcr. Otbtxwise, w^jcd the rcquestsx 
paz&cfi the v&HidatioE, Block 730 checks to sec if a rcgisira- 
tian handk was passed &5 icpul. If so, then this hantfle is 
usee to seiect and retrie;ve a prc-cam.^cd templsic &ioaii the 
trans&niQjitioa cachd iB]Q<^74ff), aadprooetssiDg conunues 
to Blcck 770. WhcD a registration haixlls was £ot passed^ 
Blo^ 750 checks tc se« if valuies to with recognition 
leg^ were passed. l£ sn, tbcas these values are ^o&ed to 
letdeve a storsc scmpJatc (Bicck 760); otteiwisc, the 
c&paccad logic as^umss that a te~3ipkc& passed, and 
ccatrol iransfere diiecily to Block 770 to appty template . 
(If desired, an additiDaal lest lasy be i:iLplieaicntec when 
Block 750 his a iicga^ye resuls to detcrasine whether a 
template wzs ia &ct passed^ and if noit^ an cnnr message may 
geoem^d and r&mrnj&d xo xecT^este:.) 

[(K)6S} As an exaiz^k of nsizig values with rccognftiOD 
log^ a parameter valtie m^i be passed an t!he ^ansfo:* 
maticn &srvioe request which identiHes £ target ledpicnt af 
tae (^Kuiaeat to be a'aasfbimec. If a te^a^te tl& b€eti 
leg^tered which u&es company rdcndEer £s a aeXection 
cdiedosr md if xhis ptss^d pirzsi^i&t value mticbes (Hie cf 
tiie v«lxi6g which may !bave beeia spectfiec «m ac apciocriat« 
value. for tbc company idccd£er dtuing the regtstiatioii 
process, then (h£« te£ipla:e may be selected. Selecoon cd* 
teria aoc^r values may be used tc organize stared teopialea 
fcf eScden^ retrievd, if desired. Such orgmlzLtion te^ch- 
nujues wOl be cbvious to one of sMtl in the ait, and do not 
form part of the inventive concepts of the present in^xn^ion. 



Paragraph [0059] expressly discloses the method which enable application developers at 
the business partner to be shielded from knowing and accounting for each other's data formats. 
For example, suppose company A produces data for interoperating with company B and 
company C. Professionals at the template creation service may develop transformation templates 
that translate from A's format to B's format , and from A's format to C's format (and, typically, 
for reverse transformations of data destined for company A). When sending an outbound 
document to the web transformation services at run-time, company A preferably also provides an 
identifier of the target company which allows automatically selecting the correct transformation 
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template , i.e. a conversion program, at least based on the desired format, wherein the desired 
format is identified through the target company's identifier. 

Paragraph [0068] further indicates the process of identifying a target recipient of the 
document to be transformed, and if the template has been registered which uses company 
identifier as a selection criteria. . .then this template may be selected. . .for transformation. 

The registration process in Li registers the appropriate templates, i.e. template needed in 
order to transform the format of company A to format of company B, and when the request for 
transformation service is received, the transformation system identifies the target format, i.e. 
desired format, by identifying the target recipient of the document and selects the appropriate 
template, i.e. conversion program based on the required format of the destination. 

As such, It is clear that Li does teach the process of receiving the content to be 
transformed, determining the desired format for the destination, and selecting the template, i.e. a 
conversion program, based on the desired format in order to transform the received document 
into the desired format or the format utilized by the destination. 
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SCENARIO C (selecting conversion program based on both style sheet and desired format) 

In an event where the appellant did disclose the process of "selecting an imaging 
conversion program from a plurality of imaging conversion programs based on the style sheet 
and the desired format" (Examiner disagrees), Li clearly discloses the process as set forth herein. 

As set forth in scenario A, templates are specified using the style sheets. 

As set forth in scenario B, templates are selected based on the desired format of the 
destination, wherein the templates are specified using the style sheets. 

The fact that the templates are selected based on the desired destination format, and 
wherein the templates are specified using the style sheets, directly implies that the templates (i.e. 
conversion programs) are indeed selected based on both style sheets and the desired format. 

Furthermore, without knowing the desired data format or destination data format, It 
would not be practical to arrive at the invention as disclosed by Li, which is strictly directed 
towards solving problems of the interoperability and incompatibility, i.e. solving the problem 
faced by different business partners or companies that utilizes different data formats. 

Li, as set forth above, solves the problems of interoperability of different data 
communication systems by transforming the document from one format to another that is 
compatible with the destination. 
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Technical Example: 



In Li, the style sheet such as XML2HTML.xsl is registered by the one of the business 



partner as templates (this style sheet may, for example, transform xml documents to HTML 



pages). A style sheet identifier having value "XML2HTML" is passed as a parameter of the 



registration request, along with the requestor ID. The style sheet identifier may be used as a 



selection criterion for subsequent selection of this style sheet. For example, when a 
transformation request is received, "XML2HTML" may be passed as a parameter to identify the 



desired transformation (see the passage below). 



10064] A copy Of iaw^e of the ieacplAte is csetted (Block 
530)- Fcf style sheets and other apprerpmt^ ictuplatcs* a 
pre-ccijrpilatlcfi prcccaa is pxcSernbly perSaraacd ss 83 opti* 
m^(ion ^ch tbai tdm^Ut^ is in fixecutftbls (e.g, 
objeca) form m advance o£ its selsctksQ and use. The image 
^ «£osed (Bbaik 54C) *]oiig wiili ifee recogaidoo bgic (if 
szy}, in the traiis&frmaiicn wgisTry or caclx, A rcgistr&titm 
b&zsdie or identiEer is ihsa genernlcd (Bkidc 550) Vo i^e in 
k^eisjLfyias; the mt^d tumplaw, and tois reg^tfAU'oa haa^* 
or iiGeatifici is piefciably letonifid to the re^jtieHtcx (Hbck 
560), after which the regisfra^iofl processing of ETG* 5 ea^. 

CW>65] FIG. 6A illufi^raies a saisfiple HTTP POSTT' re^ufisi 
message 6W> used to liausmit * SOAP ocss^gc that invokes 
the registration service cf ihs prcsexit invention. Tbe XML 
tag <l(i*'7egi!SteiStyl«ga5^t** provides aa example of syautx 
that m^y be ussd to ideoti^ this &s a style sheet registratieio 
request. U sMs exampBe^ ^ style- shem siomc at LTn^rm 
Rcscxvxcc IccatOT C^URL"') "hatp:/i1ocalhost>iemp/ 
XMLaHTML.xsl'' is idtfatiSed as the lempl&te being regis- 
lerec, as shows at 520, C^h^ aiyle sfc^et may. 3cx ©xampla, 
tiansfbrm XML liocnmeii^ to HTML pa^s.) A style sheet 
iidftiati&ef having vih3« *'XML2HTML" ifi;p4ssed ajs a paratE- 
ttcT 630 of this Tcgatratixsn rccTtest, tloag wUh a requester 
ID '*Adani£Striior^640, Tha st\le sieet ideni^f miy be 
usesd as a selectwc cnt«:lbn for suhseque^jt selectioa of this 
style sheet. For cxaniple, vhhe£ a tiaisSansatioD request is 
resseived, "XN4L2inML" mty ha passed as a ^mta^Ur w 
idcxxtify thr cesired traDS^^rmstioo. The reque^r ID znjfy be 
used TO Ideniif^' the user or ema^y ttc^d^&iag the registricCoo 
service. In jrefeire^ embodimeDta, oaiy a-uthorizeS etitrtws 
Qie allowed to invoke web trans&rmatian servises. as dvs- 
cttsftdd abov«, 

CC066] Upoo receivings a style abc«1 for regis tratioa» or ss 
in the example of ¥lO, 6A, recsivix^ a URL idea-diylng a 
oetwcrk-aocesaible style sheet, the ^yle sheet is preferably 
pre-ccmpil«d «lc cached « th« serv«r Qzt which the web 
tzansibrcutioa services are provided. If the registratxia is 
successful, a hackle or other id«o;i&ec in pf ef eiabiy returaed 
ta the nequeatcT. FIG. 6R illustratss a sfin^lc HTTT reap esse 
650 that m&y be issiicc sBer prooessiii^ the rcgistratrna 
req^j«5t 600 of FIG* lo this exatcple res^ons^ 650, XML 
tag fiSOTYegisieiStylesheetRespciisc*" is an example of ^i:- 
tax which may ba vaed to identic this as a atyie ahdet 
rcgistratioa response, and a style sheet idrnttfif r is retuctied 
as a puarcewr 670 to oonflro that /OCMLSHTML- his bees 
successfully regisicred. 
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As set forth herein, a template having XML2HTML style sheet is selected, wherein the 
selected template is for converting the XML documents to HTML documents, wherein the 
HTML is the desired data format. 

Without knowing the desired data format of a business partner, how does Li's system 
perform transformation? More importantly, without knowing the incoming format, destination or 
desired format and the style sheet, how does Li's system perform the process of transforming the 
document from one data format to another? 

In data transformation, knowing and determining the data formats of all the data 
communication system is a key. 

Therefore Li does indeed teach the process of selecting the template, i.e. conversion 
program, based on the style sheet and the desired data format by passing the style sheet identifier 
as a selection criteria, wherein the identifier is "XML2HTML" which selects the template, i.e. 
conversion program, for performing the transformation of the document from XML data format 
to HTML data format, wherein the HTML is the desired data format. In other words, the style 
sheet identifier informs the transformation service the type or specific style sheet to use and the 
desired data format in form of the identifier. 

As such, Li, Todaka and Houser discloses each and every limitation of the claimed 
subject matter in the present application. 

For the at least reasons set forth above, it is requested that the applicant's arguments 
should be reversed and the rejection should be sustained. 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
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